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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 19 July 2007 . 
2a)D This action is FINAL. 2b)G3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) 8.10.18.20.28 and 30 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) IEI Claim(s) 1-7.9.11-17.19.21-27 and 29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

. 9)D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 14 October 2003 is/are: a)EI accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Election/Restrictions 

1 . Claims 8, 1 0, 1 8, 20, 28, and 30 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 07/19/2007. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-7, 9, 11-17, and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ishige (US PG PUB 2002/0057894 Al). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

♦ 

Regarding claim 1, Ishige discloses a data processing apparatus comprising: a detector 
for detecting completion of preparations (editing) for outputting first data read from a data 
recording medium which stores said first data and second data corresponding to said first data 
and having a data amount smaller than that of said first data (see fig. 1 where it shows encoders ' 
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of low and high resolution data and claim 1 and paragraphs 0025-0029); and a selector for 
selectively outputting said second data read from said data recording medium until the 
completion of said preparations for outputting said first data is detected, said selector further 
outputting selectively said first data once the completion of said preparations for outputting said 
first data is detected (see paragraphs 0037-0044). 

Regarding claim 2, Ishige discloses a first controller for controlling reproduction of said 
first data; and a second controller for controlling reproduction of said second data; wherein said 
first controller controls the reproduction of said first data in response to the reproduction of said 
first data controlled by said second controller (see fig. 1 and paragraphs 0027-0028). 

Regarding claim 3, Ishige discloses first data and said second data corresponding to said 
first data are stored intermittently on said data recording medium (see paragraphs 0036 and 
0041). 

Regarding claim 4, Ishigie discloses first data are video data and said second data are 
video data obtained by lowering resolution of the video data constituting said first data (see 
abstract). 

Regarding claim 5, Ishige discloses a resizer for resizing the video data constituting said 
second data into the same size as that of said first data (see paragraphs 0026-0028). 

Regarding claim 6, Ishige discloses a decoder for decoding said first data furnished as 
encoded data; wherein said detector detects completion of preparations for outputting results of 
the decoding performed by said decoder (see paragraphs 0041-0044). 

Regarding claim 7, Ishige discloses a reader for reading said first data and said second 
data from said data recording medium (see fig. 1 components 3 and 4). 



■ 
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Regarding claim 9, Ishige discloses first data are made up of a continuous collection of 
clips, said first data being reproduced on a clip by clip basis, said data processing apparatus 
further comprising: a position calculator for calculating a current clip read ending position and a 
next clip read starting position, said current clip read ending position being the position in which 
to end reading of the currently reproduced clip from said data recording medium, said next clip 
read starting position being the position from which to start reading from said data recording 
medium the clip to be reproduced next following the current clip; and wherein said reader stops 
reading of the current clip from said data recording medium in said current clip read ending 
position and starts the reading of the next clip from said next clip read starting position (see 
paragraphs 004 1 -0044 and claims 1 -9). 

Method claims 11-17 and 19 are rejected for the same reasons as discussed in claims 1-7 

and 9 above. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 21-27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishige in view of Official Notice. 

Regarding claim 21-27 and 29, the limitations in claims 21-27 and 29 can be found in the 
apparatus claim 1-7 and 9 respectively. However claims 21-27 and 29 further require a program 
to perform steps as claimed in claims 1-7 and 9. Official notice is taken that it is well known in 
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the art to embody inventions in software to be executed by a computer. Therefore, it would have 
been obvious to one of ordinary skill in the art to modify the teaching of Ishige by having a 
software program to execute the steps of the method claim. The motivation for having a 
recordable by a computer is that such a method can be easily enhanced and executed multiple 
times. 

Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

7. Claims 21-27 and 29 are rejected under 35 U.S.C. 101 because the claims are directed to 
a recording medium storing nonfunctional descriptive material. 

Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are neither physical "things" nor statutory 
processes. See, e.g. Warmerdam, 33 F. 3d at 1361, 31 USPQ2d at 1760 (claim to a data structure 
per se held nonstatutory) and merely claiming nonfunctional descriptive material stored in a 
computer-readable medium does not make it statutory. In addition a mere arrangements or 
compilations of facts or data, are merely stored so as to be read or outputted by a computer 
without creating any functional interrelationship either as part of the stored data or as part of the 
computing processes performed by the computer then such descriptive material alone does not 
impart functionality either to the data as so structured, or to the computer, and therefore are not 
statutory. See MPEP 2106.IV.B.1. 

Conclusion 
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8. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to HELEN SHIBRU whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

■ 

supervisor, THAI Q. TRAN can be reached on (571) 272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 



system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 



information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Helen Shibru 
September 8, 2007 




